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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed March 23, 2009 have been fully considered but they 

are not persuasive. 

The Applicant argues that Browne et al., Salmonsen, Boyle, and 
Utsunomiya et al. all fail to disclose a second memory disposed outside the 
housing of the PVR and being coupled to the PVR via a network. The Examiner 
respectfully disagrees. Browne et al. discloses a PVR that allows a program to 
be stored either in the first memory (104) or a second memory (104b). However, 
Browne et al. does not specifically state whether the second memory (104b) is 
internal or external to the PVR. Browne et al. does teach being able to 
communicate and control an external VCR (page 16, lines 7-14), which would 
include a second memory external to the housing. Therefore, Salmonsen was 
referenced in order to disclose that a PVR is capable of communicating with an 
external storage as described in Fig. 14 by a remote storage (1444) being 
connected via a network to the PVR system (paragraph [0183] - remote storage 
element (1444)) since Browne et al. already teaches storing to this second 
memory. Furthermore, Salmonsen discloses in paragraphs [0028] and [0032] 
that this remote storage that is external to the PVR can be a computer. The 
Boyle and Utsunomiya et al. references were referred to for different limitations. 
Furthermore, In re Japikse (86 USPQ 70 (CCPA 1950)) is cited for arguments 
regarding shifting location of parts (moving the second memory from being 



Application/Control Number: 1 0/601 ,050 Page 3 

Art Unit: 2621 

internal to being external to the housing). Therefore, Browne et al. in view of 
Salmonsen meet the claimed limitation and the rejection is maintained. 

The Applicant argues that Boyle fails to disclose any type of VSM. The 
Examiner respectfully disagrees. Boyle discloses a frame index data structure 
that allows the system to be able to quickly playback the frames without any lag 
during trick play (col. 6, lines 38-58 and col. 13, lines 35-37), but the frame index 
data structure is a file that manages the program and its logical addresses 
thereby functioning in the same way a storage management system would. 
Therefore, Boyle meets the claimed limitations and the rejection is maintained. 
Furthermore, Utsunomiya et al. discloses a VSM as well that tracks where 
programs are stored amongst different storage devices (Fig. 1 1 ). 

The Applicant argues that Browne et al., Salmonsen, Boyle, and 
Utsunomiya et al. all fail to disclose the archival memory in communication with 
the PVR. The Examiner respectfully disagrees. Browne et al. discloses that the 
optional storage section (104b) may include removable media for long term 
storage as well as being able to communicate and control an external VCR (page 
16, lines 7-14). Therefore, the claimed limitations are met and the rejection is 
maintained. 

The Applicant argues that Browne et al., Salmonsen, Boyle, and 
Utsunomiya et al. all fail to disclose that both the first and second portion are 
retrieved to the PVR for playback. The Examiner respectfully disagrees. 
Utsunomiya et al. discloses that if program A is dispersed amongst two separate 
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recorders that first it will playback portion 1 from one recorder and then playback 
portion 2 from the second recorder (paragraphs [0087]-[0096]). Therefore, the 
claimed limitations are met and the rejection is maintained. 

2. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 -20 and 25-28 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Browne et al. (WO 92/22983) in view of Salmonsen in view of Boyle 
(U.S. Patent 6,453,1 15) in view of Utsunomiya et al. (U.S. Patent Application 
Publication 2002/0066113). 

Regarding claim 1, Browne et al. discloses a system useful for storing a 
television program P, comprising: a PVR (100) having a housing, a first memory 
(104), a network interface device (105a), and logic configured to copy at least a 
portion of the television program P into first memory (the controller (105) copies 
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the television program P into memory), wherein said first memory and said 
network interface device are disposed within said housing; and a second memory 
(104b) in communication with the PVR (100) via the network interface device 
(105a) (Fig. 1; page 10, line 32 - page 11, line 11). Furthermore, Browne et al. 
discloses that the system keeps track of the total amount of "on-line" storage 
capacity (page 1 1 , lines 3-1 1 ) as well as being able to communicate and control 
an external VCR, which would include a second memory external to the housing 
(page 16, lines 7-14). However, Browne et al. fails to disclose a network 
communicatively connected to the network interface device and to a plurality of 
devices external to said housing; a personal computer connected to the network; 
and virtual storage management (VSM) logic configured to track the location of 
the second memory on the network, and to store a portion of the program P in 
the second memory; wherein the VSM logic is configured to track one or more 
logical addresses of the second memory on the network for storing a plurality of 
portions of the program P including the said portion, and wherein said plurality of 
devices external to the housing includes said personal computer and said second 
memory. 

Referring to the Salmonsen reference, Salmonsen discloses in Fig. 14 a 
system useful for storing a television program P, comprising: a PVR (1400 
multimedia receiver/recorder) having a first memory (1426), a network interface 
device (1410) connected to a plurality of devices external to said housing (Fig. 
14), and logic configured to copy the television program P into memory (1444 - 
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remote storage); a network communicatively connected to said network interface 
device (paragraph [0183]); a personal computer connected to the network 
(remote storage/source can be a computer - paragraphs [0028] and [0032]); and 
a second memory external to the housing in communication with the PVR via the 
network interface device (remote storage 2); and wherein said plurality of devices 
external to the housing includes said personal computer and said second 
memory (Fig. 14). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have connected the PVR system to a network 
that is connected to extra storage as well as a computer as disclosed by 
Salmonsen in the system disclosed by Browne et al. in order to make the system 
more versatile and to provide more storage locations. However, Browne et al. in 
view of Salmonsen fail to disclose virtual storage management (VSM) logic 
configured to track the location of the second memory on the network, and to 
store a second portion of the program P in the second memory; wherein the VSM 
logic is configured to track one or more logical addresses of the second memory 
on the network for storing a plurality of portions of the program P including the 
said portion. 

Referring to the Boyle reference, Boyle discloses a system useful for 
storing a television program P, comprising: a PVR having a first and second 
memory (col. 6, lines 50-53; col. 10, lines 35-37 - the storage subsystem 
comprises a hard drive incorporating one or more magnetic disks); virtual storage 
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management (VSM) logic configured to track the location of the second memory 
on the network, wherein the VSM logic is configured to track one or more logical 
addresses of the second memory for storing a plurality of portions of the program 
P (col. 6, lines 38-58; col. 10, lines 31-42; col. 13, lines 50-58). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have applied the technique of using VSM 
logic as disclosed by Boyle with the logic that keeps track of the "on-line" storage 
capacity disclosed by Browne et al. in view of Salmonsen in order to allow the 
system to know not only know the amount of available "on-line" storage capacity, 
but to also keep track of where portions of programs are recorded in order to 
allow the system to more efficiently implement trick play modes. However, 
Browne et al. in view of Salmonsen in view of Boyle fail to disclose storing a 
second portion of the program P in the second memory. 

Referring to the Utsunomiya et al. reference, Utsunomiya et al. discloses a 
recording system useful for storing a television program P, comprising: a first 
memory (3), a network interface drive, and logic configured to copy the television 
program P into memory (control unit 10 copies the television program P into 
memory); a second memory (4) in communication with the recording system via 
the network interface device; and a virtual storage management (VSM) logic 
configured to track the location of the second memory (4) on the network, and to 
store a second portion of the program P in the second memory (4) (Figs. 1 and 
1 1 ; paragraphs [0083] - [0085]). 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teaching of recording a 
portion of a program onto a different memory when the first memory is full and to 
use the virtual storage management logic to track all the portions of the program 
as disclosed by Utsunomiya et al. with the PVR as described by Browne et al. in 
view of Salmonsen in view of Boyle in order to allow the PVR to use the 
memories to their fullest capabilities as well as to efficiently playback recordings 
when a portion of a program is recorded in the first memory and another portion 
of the program is recorded in the second memory. 

Regarding claim 2, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the VSM logic is configured to track the total 
amount of memory storage on the network that is available for storing at least 
one of said first or said second portion of said television program P (Browne et al: 
Fig. 3 - auto recording storage allocation (305); page 20, line 38 - page 21 , line 
3; Utsunomiya et al.: paragraphs [0044] and [0047]). 

Regarding claim 3, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the VSM logic is configured to track the 
memory locations of a plurality of portions P(i) of the program P (Boyle: col. 6, 
lines 38-58; col. 10, lines 31-42; col. 13, lines 50-58; Utsunomiya et al.: Fig. 11; 
paragraphs [0083]-[0085]). 
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Regarding claim 4, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the VSM logic is configured to perform at 
least one of: (a) track which memory devices on the network are currently active 
in recording or playback; (b) track the memory locations of previously stored 
programs; (d) inform the user when a memory device holding at least a part of a 
program is off-line; (e) request the user to bring on-line a memory device that is 
off-line; (f) inform a user before the total available on-line memory runs out; (g) 
allow the user to set a memory lower limit for the VSM logic to inform the user 
prior to running out of memory; and (h) after informing the user of the memory 
lower limit condition, further provide the user the option to erase previously 
stored programs in real time (Boyle: col. 6, lines 38-58; col. 10, lines 31-42; 
Utsunomiya et al.: Fig. 1 1 - tracks the memory locations of previously stored 
programs). 

Regarding claim 5, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 as well as further comprising an archival memory device 
in communication with the PVR; and archival storage management (ASM) logic 
configured to store the program P on the archival memory device (Browne et al.: 
page 1 0, line 32 - page 1 1 , line 1 1 - the optional storage section may include 
removable media for long term storage; Utsunomiya et al.: Figs. 1 and 4; 
paragraphs [0043] and [0083]-[0085]). 
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Regarding claim 6, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claims 1 and 5 including that the archival memory device 
comprises a DVD-R device (Browne et al.: page 1 0, line 32 - page 1 1 , line 1 1 - 
the optional storage section may include removable media for long term storage; 
Utsunomiya et al.: Figs. 1 and 4; paragraph [0043] - the disk (18) can be optical 
disk). 

Regarding claim 7, Browne et al. in view of Salmonsen in view of Boyle in 
view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the first memory and the second memory 
each comprises a hard disk drive, and wherein both the first and second portion 
are retrieved to the PVR for playback (Browne et al: page 10, line 32 - page 1 1 , 
line 11 ; Utsunomiya et al.: paragraph [0043] - the disk (18) can be a hard disk; 
paragraphs [0087]-[0096]). 

Regarding claims 8-14, grounds for rejecting claims 1-7 and 20 apply for 
claims 8-14 in their entirety. 

Regarding claims 15-18, these are method claims corresponding to the 
apparatus claims 1, 2, 5, and 20. Therefore, claims 15-18 are analyzed and 
rejected as previously discussed with respect to claims 1, 2, 5, and 20. 

Regarding claim 19, Browne et al. discloses a method of playing back a 
program using a PVR, each memory device (104 and 104b) in communication 
with the PVR, at least one of the memory devices (104b) in communication with 
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the PVR via a network (105a), the method comprising: playing back a program 
through at least the PVR (playing back a program that is stored in the first 
memory device (104)); and playing back a program through the network (105a) 
and through the player in the PVR (playing back a program stored in the second 
memory (1 04b)) (Fig. 1 ; page 1 0, line 32 - page 1 1 , line 1 1 ). Furthermore, 
Browne et al. discloses that the system keeps track of the total amount of "on- 
line" storage capacity (page 1 1 , lines 3-1 1 ) as well as being able to communicate 
and control an external VCR, which would include a second memory external to 
the housing making them physically separate from each other on the network 
(page 16, lines 7-14). However, Browne et al. fails to disclose playing back a 
program P, wherein the program is stored in at least two portions, each portion is 
stored on a separate memory device and using a virtual storage management 
(VSM) logic of the PVR to track locations of each of the portions stored on the 
separate memory devices, the locations including one or more logical addresses 
on each of the separate memory devices as well as the network being connected 
to a personal computer. 

Referring to the Salmonsen reference, Salmonsen discloses in Fig. 14 a 
system useful for storing a television program P, comprising: a PVR (1400 
multimedia receiver/recorder) having a first memory (1426), a network interface 
device (1410), and logic configured to copy the television program P into memory 
(1444 - remote storage); a network communicatively connected to said network 
interface device (paragraph [0183]); a personal computer connected to the 
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network (remote storage/source can be a computer - paragraphs [0028] and 
[0032]); and a second memory in communication with the PVR via the network 
interface device (remote storage 2), wherein the separate memory devices are 
located physically separate from each other on the network. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have connected the PVR system to a network 
that is connected to extra storage as well as a computer as disclosed by 
Salmonsen in the system disclosed by Browne et al. in order to make the system 
more versatile and to provide more storage locations. However, Browne et al. in 
view of Salmonsen fail to disclose playing back a program P, wherein the 
program is stored in at least two portions, each portion is stored on a separate 
memory device and using virtual storage management (VSM) logic of the PVR to 
track locations of each of the portions stored on the separate memory devices, 
the locations including one or more logical addresses on each of the separate 
memory devices. 

Referring to the Boyle reference, Boyle discloses a system useful for 
storing a television program P, comprising: a PVR having a first and second 
memory (col. 6, lines 50-53; col. 10, lines 35-37 - the storage subsystem 
comprises a hard drive incorporating one or more magnetic disks); virtual storage 
management (VSM) logic configured to track the location of the second memory 
on the network, wherein the VSM logic is configured to track one or more logical 
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addresses of the second memory for storing a plurality of portions of the program 
P (col. 6, lines 38-58; col. 10, lines 31-42; col. 13, lines 50-58). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have applied the technique of using VSM 
logic as disclosed by Boyle with the logic that keeps track of the "on-line" storage 
capacity disclosed by Browne et al. in view of Salmonsen in order to allow the 
system to know not only know the amount of available "on-line" storage capacity, 
but to also keep track of where portions of programs are recorded in order to 
allow the system to more efficiently implement trick play modes. However, 
Browne et al. in view of Salmonsen in view of Boyle fail to disclose storing a 
portion of the program P in the second memory. 

Referring to the Utsunomiya et al. reference, Utsunomiya et al. discloses a 
method of playing back a program P, the program stored in at least two portions, 
each portion stored on a separate memory device, the memory comprising: 
playing back a first portion; and playing back a second portion through the 
network (Figs. 1 , 1 1 , and 12; paragraphs [0083] - [0085]). Furthermore, 
Utsunomiya et al. discloses using virtual storage management (VSM) logic of the 
PVR to track locations of each of the portions stored on the separate memory 
devices (Figs. 1 and 11; paragraphs [0083] - [0086] and [0098]). Utsunomiya et 
al. also discloses in paragraphs [0087]-[0096] different portions of the program 
are played back from a separate memory device that is located physically 
separate from the PVR. 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have combined the teaching of recording a 
portion of a program onto a different memory when the first memory is full and to 
use the virtual storage management logic to track all the portions of the program 
as disclosed by Utsunomiya et al. with the PVR as described by Browne et al. in 
view of Salmonsen in view of Boyle in order to allow the PVR to use the 
memories to their fullest capabilities as well as to efficiently playback recordings 
when a portion of a program is recorded in the first memory and another portion 
of the program is recorded in the second memory. 

Regarding claim 20, Browne et al. in view of Salmonsen in view of Boyle 
in view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the VSM logic is configured as part of the 
PVR (Boyle: Fig. 1; col. 6, lines 38-58; Utsunomiya et al.: paragraphs [0086] and 
[0098]). 

Regarding claim 25, Browne et al. in view of Salmonsen in view of Boyle 
in view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 including that the PVR is connected to the personal 
computer via said network (Salmonsen: remote storage/source can be a 
computer - paragraphs [0028], [0032], and [0183]). 

Regarding claim 26, grounds for rejecting claim 25 applies for claim 26 in 
its entirety. 
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Regarding claim 27, this is a method claim corresponding to the apparatus 
claim 25. Therefore, claim 27 is analyzed and rejected as previously discussed 
with respect to claim 25. 

Regarding claim 28, grounds for rejecting claim 27 applies for claim 28 in 
its entirety. 

5. Claims 21 -24 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Browne et al. in view of Salmonsen in view of Boyle in view of Utsunomiya et al. as 
applied to claims 1 , 8, and 15 above, and further in view of Perinpanathan (U.S. Patent 
Application Publication 2002/0083145). 

Regarding claim 21, Browne et al. in view of Salmonsen in view of Boyle 
in view of Utsunomiya et al. discloses all the limitations as previously discussed 
with respect to claim 1 , but fails to disclose the system further comprising: 
wherein, upon detecting the second memory is off-line, the VSM logic is 
configured to provide an instruction to bring the second memory back on-line. 

Referring to the Perinpanathan reference, Perinpanathan discloses a 
system further comprising: wherein, upon detecting the second memory is off- 
line, the VSM logic is configured to provide an instruction to bring the second 
memory back on-line (paragraph [0007] - the device may go back on-line as a 
result of a user's selection or instruction). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have provided instructions for bringing a 
device back on-line as disclosed by Perinpanathan with the system disclosed by 
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Browne et al. in view of Salmonsen in view of Boyle in view of Utsunomiya et al. 
in order for the data stored on that device to be available to the user. 

Regarding claim 22, grounds for rejecting claim 21 applies for claim 22 in 
its entirety. 

Regarding claims 23 and 24, these are method claims corresponding to 
the apparatus claims 21 and 22. Therefore, claims 23 and 24 are analyzed and 
rejected as previously discussed with respect to claims 21 and 22. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HEATHER R. JONES whose telephone number is 
(571)272-7368. The examiner can normally be reached on Mon. - Thurs.: 7:00 am - 
4:30 pm, and every other Fri.: 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Heather R Jones 
Examiner 
Art Unit 2621 

HRJ 

November 4, 2009 



/Thai Tran/ 

Supervisory Patent Examiner, Art Unit 2621 



